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Response to Restriction Requirement RECEIVED 

, „ . . JUN 0 5 2003 

Assistant Commissioner for Patents 

Washington, DC 20231 TECH CENTER 1600/2900 

Sir: 

This is in response to the official action dated 03/31/2003. 

In response to the restriction requirement, the applicants hereby elect to proceed with 
prosecution of restriction group IV, relating to claims 1-6, 8, 16, and 21-62 drawn to products of 
formula I, as defined in the office action, plus process for their preparation, and methods for their 
use. 

In the restriction requirement, the examiner appears to have overlooked the fact that when 
the group is piperazinyl, the group is necessarily present. Accordingly, the applicants 
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assume that the examiner's definition of restriction group IV also includes R' as defined in claim 
1. 

The examiner states that "the claims lack unity of invention since the compounds 

defined in the claims lack a significant structural element qualifying as the special technical 
feature that defines a contribution over the prior art. The technical feature of claims 14 and 15 
differ from each other and fi-om the compounds of claims 1-6, 8-13, 16, and 21-62. Also, the 
compounds in claims 1-6, 8-13, 16, and 21-62 all contain a cyclohexyl benzimidazole, which 
does not define a contribution over the prior art (as can be seen by the compounds on page 4 of 
EP 0725064A1). The substituents on the cyclohexyl benzimidazole vary extensively and when 
taken as a whole result in vastly different compounds. Accordingly, unity of invention is 
considered to be lacking and restriction of the invention in accordance with the rules of unity of 
invention is considered to be proper. Additionally, the vastness of the claimed subject matter, 
and the complications in understanding the claimed subject matter imposes a burden on any 
examination of the claimed subject matter." 

The examiner is deemed to have misinterpreted the rules concerning unity of invention in 
the context of a Markush claim. Under PCT rule 13, where there is more than one invention in a 
PCT application, these are considered linked so as to form a single general inventive concept 
only when there is a technical relationship involving one or more of the same or corresponding 
"special technical features". The expression "special technical features" means those technical 
features that define a contribution which each of the inventions, considered as a whole, makes 
over the prior art. Annex B of the PCT Administrative Instructions explains the method for 
determining unity of invention with respect to Markush practice as follows. The requirement of 
a technical interrelationship and the same or corresponding special technical features as defined 
in Rule 13.2 are considered to be met when the alternatives are of a similar nature. When the 
Markush grouping is for alternatives of chemical compounds, they are regarded as being of a 
similar nature if the following criteria are fiilfiUed: 
(A) all alternatives have a common property or activity, and 

(Bl) a common structure is present, i.e., a significant structural element is shared by all of the 
alternatives, or 
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(B2) in cases where the common structure cannot be the unifying criteria, all alternatives belong 
to a recognized class of chemical compounds in the art to which the invention pertains. 

In the present official action, the examiner's statement that the claims lack unity of 
invention arguably misapprehends the rules regarding Markush claims, set forth above. In the 
present case, (A) all the claimed compounds are asserted to have a common property or activity, 
namely, inhibiting adenosine uptake, and (B) a common structure is present, namely. 



cyclohexyl benzimidazole asserted by the examiner, and arguably qualifies as a significant 
structural element shared by all of the alternative compounds. Accordingly, it is deemed that 
unity of invention is present for the compounds defined by claim 1 . As these compounds are 
employed in the claimed pharmaceutical compositions, are made by the claimed method of 
making, and are employed in the claimed methods of use, it is further deemed that unity of 
invention exists with regard to those different categories of claims. 

Applicants do not dispute the examiner's conclusion that claims 14 and 15 lack unity of 
invention. 




This is much more than the 



Respectfully submitted, 
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